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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
eamed patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )^ Responsive to communication(s) filed on 12 March 2008 . 
2a )□ This action is FINAL. 2b)|3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Clalm(s) 1;5 is/are pending in the application. 

4a) Of the above claim(s) 3z5 is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) KI Claim(s) 1_ is/are rejected. 

7) ^ Claim(s) 2 is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)^ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held In abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) S Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)^ All b)n Some * c)^ None of: 

1 Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attach ment(s) 

1 ) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/IVIail Date. 

3) ^ Information Disclosure Statement(s) (PTO/SB/08) 5) □ Notice of Informal Patent Application 

Paper No(s)/Mail Date 09/19/2005 & 02/012006/ . 6) □ Other: . 
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DETAILED ACTION 
Election/Restrictions 

1 . Applicant's election with traverse of claims 3-5 in the reply filed on 03/1 2/2008 is 
acknowledged. The traversal is on the ground(s) that "...no adequate reasons and/or 
examples have been provided to support a conclusion of patentable distinctiveness 
between the identified groups". This is not found persuasive because the product can 
be made by another and materially different process, such as coating (class 427) or 
sputtering (class 204) as recited in the restriction requirement of 02/1 1/2008. 

The requirement is still deemed proper and is therefore made FINAL. 

As stated in MPEP 21 13 [R-1] "[E]ven though product-by-process claims are 
limited by and defined by the process, determination of patentability is based on the 
product itself. The patentability of a product does not depend on its method of 
production. If the product in the product-by-process claim is the same as or obvious 
from a product of the prior art, the claim is unpatentable even though the prior product 
was made by a different process." In re Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 
966 (Fed. Cir. 1985) (citations omitted). Once a product appearing to be substantially 
identical is found and a 35 U.S.C. 102/103 rejection is made, the burden shifts to the 
applicant to show an unobvious difference "The Patent Office bears a lesser burden of 
proof in making out a case of prima facie obviousness for product-by-process claims 
because of their peculiar nature" than when a product is claimed in the conventional 
fashion. In re Fessmann, 489 F.2d 742, 744, 180 USPQ 324, 326 (CCPA 1974). Once 
the examiner provides a rationale tending to show that the claimed product appears to 
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be the same or similar to that of the prior art, although produced by a different process, 
the burden shifts to applicant to come forward with evidence establishing an unobvious 
difference between the claimed product and the prior art product. In re Marosi, 710 F.2d 
798, 802, 218 USPQ 289, 292 (Fed. Cir.1983). Accordingly since the resulting product 
appears to be the same the instant claims are anticipated by and/or rendered obvious 
by the references. 

Priority 

2. Receipt is acknowledged of papers submitted under 35 U.S.C. 1 1 9(a)-(d), which 
papers have been placed of record in the file. 

Information Disclosure Statement 
The PTOL 1449s of 09/19/2005 and 02/01/2006 have been received, reviewed and 
considered. 

Claim Rejections - 35 USC §112 

3. Claim 1 recites the limitation "...hexagonal crystal structure..." in line 5. There is 
insufficient antecedent basis for this limitation in the claim. Please insert the word -a- 
before "hexagonal" for proper antecedence. 

Allowable Subject Matter 

4. As allowable subject matter has been indicated, applicant's reply must either 
comply with all formal requirements or specifically traverse each requirement not 
complied with. See 37 CFR 1.111 (b) and MPEP § 707.07(a). 
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5. Claim 2 is objected to as being dependent upon a rejected base claim, but would 
be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. 

6. Claim 1 would be allowable if rewritten or amended to overcome the rejection(s) 
under 35 U.S.C. 112, 2nd paragraph, set forth in this Office action. 

The following is a statement of reasons for the indication of allowable subject matter: 
The prior art of record does not teach nor render obvious the instantly claimed 
invention. There is no teaching in the art to perform the process that is now claimed. 
The prior art does teach transformation of the crystal structure of a Group XIII nitride 
from hexagonal to cubic by a static pressure application process. However, the 
prior art does not teach forming a cubic nitride as a film on a substrate, such as glass or 
metal with the substrate having 4GPa or greater, as stated in the instant invention. 
There is no motivation in the art to change the prior art's teaching of to arrive at the 
instantly claimed process. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Felisa Hiteshew whose telephone number is 
(571 ) 272-1463. The examiner can normally be reached on Mondays through 
Thursday from 5:30 AM to 4:00 PM with Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Michael Barr, can be reached on (571) 272-1414. The 
fax phone number for the organization where this application or proceeding is 
assigned is (571) 273-1463. 
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Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 

PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see 

http://pair-direct.uspto.qov . Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866- 217-9197 
(toll-free). 



/Felisa C. Hiteshew/ 

Primary Examiner, Art Unit 1792 



